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) 3 ta’ Frar, 1952
: Tmihallef .
LiOpor. Dr. W, Harding, B.Liit., LL.D.
Onor Walter Salomune ne, verswy Giorgio Borg ne,
t“Prade Mark" — Registrazzjoni — Oppozizzjoni,

H-bwistjani febkl ghandiier tiqi ettizy Loppoiizzfuti qlier-registrazzie-
ri to’ Trade Mark, fuq i-motiz i duk w-Trade Mark jiste jgib
konfeijoni ma' Trade Mark to’ hadd iehor 1 jopponi dik ir-ra-
gistrazzioni, hijn mpernjata fug f-prindipiv t@* Lidea dominanti
tai-ieseg marki, indipendentement mid-deftalji li jluwnu jaklom-

_ panfaw dik lidee deminanti, 7

Jekk Lidea dominanti tas-Zewi warki in kontestagzjoni thalli impres-

sjoni tabi i tisted gib il-konfuzjoni bejniethom, l-oppoiizzfoni
. ghar-rejistrazzioni hija dustifikate.

I-prodatti i ghalihom ikun irid jigr applibaf fd-markjv li tieghu tin-
talah ir-registrazzioni ma hemmm biony ilwnw identiéi ghol dawk
tal-parti oppestas imwa fnen bigiefjed U jlunw “of the same
deseription’’,

~ THQorti — Rat l-att taé-Citazzjom h bib l-attar nomine
ppremetta 1 I-konvenut, fil-kwalith tieghu fug indikata, talab
ir-registrazzjoni hawn Malta talauvarka (Trade Murk) konsis-
tenti f'ras ta’ bulldog bejn il-kelmiet “Balldog” u “Brand'',

u dana riferibilment ghall-anisette, whisky, liquers, rum, gin,

brandy, port w sherry (Tvade Mark wo, 488%), w riferibilinewt

ghal “‘syrups” biex isiru xorb (non-olcoholic), v “‘squashes”

(Trade Mark no, 4870). prodotti mill-istess ditta konvenuta.

kif jirrizulta mill-avvizi publikati fil-Gazzetts tal-Gvern tal-14

u tas-17 ta' Novembru 1930 rispettivanent (dok. A u B}; illi

fit-12 ta’ Jannar 1951 hu ghawel formali oppozizzjoni ghar-

registrazzjon tat-Trade Mark fug msernmija, ghar-raguni b

1-“marks’ huma kwazi identi¢i ghat-Trade Mark tad-ditta at-

tri¢i debitament registrat hawn Multa bin-nunru 2281 (dokt:,

C. D. u E), u sejrin jigu adottati nid-ditta konvenuta ghal

prodotti affini ghal dawk protetti bit-trude mark fng imsemmi
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tad-ditta attrici, u ghalhekk jr-registrazzjom tat-"‘trade marks™
mitluby mid-ditta konvenuta, jekk tige milqugha, iggib konfu-
#joni fis-suq ta’ Malta; u }i L-konveiut nomine, fit-2 ta’ Lrar
1951, ipprezenta kontro-dikjurazzjoni tar-ragunijiet tieghu
kontra l-imsemwijn oppozizzioni ta’ l-instanti noinine (dok.
I); u talab li, prevja d-dikjarazzjoui, jekk tkun hemm bzonn,
W Yoppozizzjoni fuy imsemmija, maghmuola mid-ditta attné
ghall-imsemmija talba tal-konvenut pomine hija valida u le-
gali, u moghtiju kull dikjrrazzjoni ohra necessarja u kull prov-
vediment opportun, konsegwentement tigi rifjutata r-registraz-
zjoni tat-‘‘trade marks' fug buseruniju. witluba wrd-ditty
konvenuta. Bl-ispejje? kontra l-konvenut nomine, ii ghandu
jidher ghas-subizzjoni. Ghall-fini ta” l-art. 91 3) tal-Kapitoln
48 tal-Lagijiet ta” Malta (Edizzjoni Riveduta) Lattur nomine
joffri Finfraskritta walleverrja ghall-ispejjez kollha tal-indiz-
zjn;

Omissis-

Trattata 1-kawza, ikkunsidrat;

Tiattur nomine kien ghamel oppoZizzjont formalj ghar-
registrazzjoni tat-‘trade mupvks" i talab il-konvenut nomine.
u isss, b'din l-azzjoni, qleghed iitloh li dik loppozizzioni tie-
azhu tigi dikjarata valida, v r-registrazzjoni mitluba mill-kon-
venut nomine tigi wmichada; '

L-attar nomine huwa I-possessur tal-tnarka fol_ 10, debita-
nient refistrata skond ic-certifikat fol. 9, raffiguranti bulldoy.
11-Qorti qieghda tirriferixxi ghal din il-marka ta’ i-attur no-
mine, 1 mhux ghal dik markata **M** fol, 18, ezibita mill-kon-
venut notnine; ghaliex €din ta’ l-abhar whemmx il-kliem
“*Bulldog Brand" 1i hemym fl-ezemplari fol, 10, mentri fil-veri-
td dawn il-kliem “‘Bulldog Brand™ jiffurmaw parti mir-regis-
:ﬁ r:liz;joni tal-markju ta' Fatiur noviine, kif hemm fic-dertifikat
ol. 9;

Il-marka li taghha gieghda tintalal ifv-registrazzjoni mill-
Konvenut nomine hi dik i tidber riprodotta fol, 7 u fol. 8, raffi-
guranti ras ta' balldog;

Is-soluzzjoni ta' dan il-kaz hi impernjata, fl-fehma ta’ I-
Tmhallef sedenti, fug principju pacifikament stabbilit fil-guris-
prudenza u dottrina ingliza u kontinentali £'din il-materfa. Me-
ta, fl-Ingilterra, Lord Herschell’'s Commniittee gie biex jikkun-
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sidra r-“‘rules of comparison’’ ta' zewg marki ta’ fabbrika,
wiehed mill-priné¢ipji propunjuti kien appuntu dak 1i ghandha
tiggi kunsidrata ““the idea of the mark’. Intqal infatti (ara es-
tratt viportat fil-Kerly, ““On Trade Marks™ . p, 238) :— “Twao
wmarks, when placed side by side, may cxhibit many and va-
rious differences, vet the mauin idea left on the mind by both
may be the same; so that a person acquainted with the mark
first registered, and not having the two side by side for com-
parison, might well be deccived, if the goods are allowed to be
unpressed with the second mark. into a belief that he was deal-
ing with goods which bore the same tmark as that with which
he was acquainted. Tuke, for example, a mark represeuting a
game of football; another mark muyv show plavers in u diffe-
rent dress and in very different positions; and vet the idea con-
veved by each might be simply 4 game of football. Tt would be
too much to expect that persons dealing with trade marked
goods, and relying, us they frequently do. upon marks, should
be able to remember the exact details of the marks upon the
goods with which they are in the Labit of dealing’”;

I-istess jghid is-Sebastian (The Law on Trade Marks Re.
gistration, p, 28} :—  *'If the sawme idex is suggested by hoth
marks, deception may be probable though the words differ in
appearange............ "

L-istess koncett hu espost mill-Bosio (Trattato dei Marehij
e Segni Distintivi di Commercio, p. 424 u 423}, meta, wara li
jsexrnmi dak i jissejjah “‘i coefficiente essenziale del marchio’".
jghaddi biex johid li l-imitazzjoni tista’ thun anki parzjali.
“sempreceh¢ Ja parte che viene usurpata sia quella essenziale
ed integrante del marchio........ ... " C

kazijiet numernzi l-gurisprudenza atfermat dan l-prin-
¢ipja ta’ l-idea dominanti tal-markju, indipendentement minn
differenza fid-dettalji—kazijiet 1i s-semplici ¢itazzjoni taghhow
taddita s-soluzzjoni ta’ dan il-kaz, li fih l-ideg dominanti tal-
markju ma hemmx dubju Ii hi dik ta' bull-dog. Hekk, per
ezempju, il-Qorti ta’ Palermo, f'deéizjoni riportata mill-Bogio,
op. Git. pag. 438, fejn hemm ir-riproduzzjoni fotografika tal-
markju. irriteniet bhala imitazzjoni r-riproduzzjoni ta’ marki
tad-ditta. “*Bertelli”’ (Pillole di Catramina). avvolja kien hemm
differenzi sensibili fis-singoli parti tal-marki_ izda kien hemm
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riprodotta l-kelmy “*Catramina’ I Kienet tikkostitwixxi. l-idea
dominanti, Hekk, fil-kuz Jonston vs, Ore Kwing, App. C. 219
(1882), iz-zewg marki kellhom Zewg Hjunfanti, u Ziet afferma-
ta l-imitazzjoni ghaliex, kif sl Lord Selbourne (p. 225}, ghal-
kemmn kien hemumn '“difference of ormumentation, posture, and
other accessories”, eppure dak li kien “*the distinctive and cha-
racteristic symbol” kien l-istess fiz-zewg warki. Hekk ukoll,
f'hawza ohra (Buaschiera’s Tw. 33 Sol. J. 469, T.L.1RR. 480
(1889), intgal illi *‘the dominating portion of each mark was
lion, and the guods were designated by the prevailing feature
aceording to the custom of the trade”. Hekk ukoll, fil-kawza
Farrow's T'm. 7 R.P.C. 260, 63 1.7, 233 (1890, Stivling J..
lFoppozizzjoni ghur-registrazzjoni giet sostnuta  gbalkeun
minn ried ir-registrnzzjoni kellu fil-narkju “'a charging buffu-
lo", u min oppona a wull's head” . 11-Kerly jehid ukoll, op.
éib, p. 248 :— ‘A good illustration of the principle that the
idea of the marks must be considered is afforded hy Currie &
('o's Application (13 R.1.C. 681—1896). T'here the registered
mark included the words “The Cock o the North' with the pic-
ture of a cock in o defiaut position, and the applicant’s mark
also included a somewhat similar cock, both marks being for
Scotch whisky. They contained other prominent features which
were different in the two murks; but Kekewich J, held that
the Comptroller wus jusrified in refusing registration of the ap-
plicant’s mark, as it included in a central position the thing
which caught the eve in a registered mark’’;

Issa, ma jistax jtgi ragjonevolment negat li, f'dan il-kaz,
l-ideg dominanti tal-markju hi !-*‘bull-dog’". Dik hi IFimpressjo-
ni li tibqa’. Tant li l-attur nomine rregistra anki l-kliemm “*Bull-
Dog Brand™' (fol. 9}, u l-konvenut nomine talab 1i jigu anki
registrati I-kliem “*Rulldog Brand™ (fol. 7 u 8). Hu veru ith
fl-markju ta’ Lattur il-bulldog hu riprodott shib, mentri fil-
"markju ¥al-konvenut nomine hetun: bisg ir-riproduzzjoni tar-ras
tal-bulldog; u jista® jkure ukoll Ii hemm id-differenza fil-kuluri
u fid-dettalji l-ohra murijs fol. 8 Tzda l-idea dominanti tibqa’
l-istess—*‘a critical comparison of two marks might disclose nu-
merous points of difference, and vet the idea which would re-
main with any person seeing them apart at different times
might be the same’ (Rep. Herschell Committee, Kerly. loc.
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cit, p. 289).  N-kumpratur ma jkollux 1z-zewg marki {'idejh
meta jixtri, inma jkollu biss fil-mentt ticghu l-ides dominauti
la" wmarkju wiebed u jkollu yuddiemu l-markje l-iehor. Inghad
difatty fissenvenza fl-kuwiy Seixo vy, Proveszende, 1866, 1, .1,
1 Ch. p. 196 :— ""Lhe proper test in making the comparison
15 not to look at the two marks side by side, when differences
iy becowe apparent, but to consider the eflect which will be
produced by the defendant’s mark on a purchaser who has the
plaintift’s mark in nis mind, but not uctually before him’;

U l-gurisprudenza gatt ma ezitat li ssib il-vjolazzjoni, av-
volju {iarkju wiched il-figura kienet kollha u fl-tehor kienet
m paiti biss. Hekk, fil-kaz Anglo-Swiss Condensed Milk Co.
vy, Meteall, 81 C.D. 454 3 R.P.C, 28, I'markju wiched kien
hemm “a  fulllength figure of a milk-maid carrying two
puils’”, mentri fl-iebor kien bemm ‘‘ half-length figure of &
milk-waid”. Hekk ckoll, fil-kaz Boord & Son vs. Huddart,
21 R.P.C. 149, 'markju wiehed kien hemn qattus shih gie-
ghed {ug kartell, f-iehor kien hemm ras ta’ qattus u l-parti
ta’ quddicrnn hiecga mitn kartell ; eppure giet affermata l-vjo-
lazzjoni. Hu [acili li wiehed jithem i fis-suq lokali, kif xehed
Lattur fol. 22, il-awarka 1a’ l-attur hi konoxxuta bhala ‘‘tal-
Bulldog™, n dik l-idea dominanti tinsab fil-markju li tieghu
l-konvenut gieghed jitlob ir-registrazzjoni;

Dr. Xuereb, difensur tal-konvenut, issoltometta wkoll,
fil-kors ta’ l-arguinenti, illi x-xoria ta’ prodotti I ghalihom
L reiativ il-markju wizhed u l-iehor ma hijiex l-istess. Issa,
kif ‘idber mill-fol, 7, 8 u 9, il-markju ta’ l-attur bu relativ
ghall-bivea u “cider”™. 1l-konvenut jipproponi li japplika -
warkju tieghu ghall-anisette, whisky, liquers, rum, gin, bran-
dy, port u sherry, v ghal xiroppt non-alkoolici u *‘squashes’’.
Din loggeszjont peroé ma treggix. Infatti hu padifiku f'din
tl-onerja illi bizzejjed 1t l-prodotti jkunu “‘of the:same des-
cription””’ | v mhax necessacju li jkunu identiéi ;

Hekk, fl-“The Austrulan Wine Importers’ Case’' (41
C.D.p. 291, 6 R.P.C. 311 (1899), “wines” v “spirits” gew
vitenuti “of the sume description”’. Hekk ukoll, fil-kaz Tur-
ey & Sons Tw.. 11 RP.C. 37, 10 T.L.R. 175 (189%), I
Imhallef North xab illi birra u rum ghandhom jitqiess ‘‘of
the same description” ghall-finijiet ta’ oppozizzjoni ghar.re-
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gistrazzjoni. Hekk ukoll, fil-kaz “*Eno vs, Dunn, 10 R.P.C.
2061, 1893, fier rifjatata r-registiazzjoni ta’ Fruit Salt des-
kritt. bhala "*Fruit Saly Beking Powder’', minhabba uzu pre-
cedenti tal-markjn **Eno’s Fruit Salt” i hu mediéinali. **Lub-
ricating Oil"” u *“‘Petrol Spirits’ gew ukoll ritenuti ta’ l-is-
tess “‘desciption’” mill-Imhallef Warrington fil-kaz ‘“‘Compe.-
gnie Indusirielle des Petroles™ (1907) 2 Ch. 435. L-awtur
Pearce, fil-ktil: *‘Passing-Off, 'The Law as to Imitation snd
Decoption in Trade', p. 20, jic¢ita kaz 1i fih min oppona
kien Cizpacéa “‘tvres™ ta’ motor-cveles bl-isem ‘*Warwick™',
u min ried ‘ikkemmercja taht dak l-isem kien ibiegh ‘‘tyres”
ta’ cars, F'dan il-kaz 1-Imhallef Neville *“strongly disapprov-
ed’” mill-argument tad-difensur illi kien hemm bzonn li 1-og-
getti jkunu identiéi. Ts-Sebastian, imbaghad, jippresta kri-
terju importanti fug dan il-pont. ¢joé il-probabilitd li #-zewj
xorta ta’ og&etti jinbieghu fl-istess hanut, kif inhi haga pro-
buhili itli fl-istess hanut jinbieghu xi xorb spiritus jew ‘‘squash.
es’” tallkonvennt n jinbieghu birra jew ‘‘cider’ ta’ l-attur.
*‘In considering whether different goods are nevertheless goods
of the same description, all the circumstances of the trade
must he considered, the use to which the goods are put, and
the probability of their being sold in the same shop or de-
partment’’ (op. cit., p. 70, fejn jiééita Gurisprudenza kopjuza
feq dan il-pont) ;

Ghialhekk il.-Qorti ma thossx u.bjn illi bir-registrazzjon
tl-markin tal-konvenut jigi ili dan jipprofitta ruhn  kontra
I-ligi- mill-konoxxenza 1i l-publiku g2 ghandu tal-markju ta’
l-aftnr nomine ;

Ghal dawn il-motivi;

Tidde¢idi adezivament ghat.talba: bl-ispejjez kontra I
konvennt nomine. '



