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Edgar Farrugia ne. rerswy Frank Bonaci oe.
‘“Trade Mark’’ — Registraszioni — Imitazzjoni —
llmnmalp — ‘lchin 8”.

Hu clementari Ii -mete wiehed jukkwista d-dritt ghell-uin ta’ trade
mark, huea jakkwisty wkoll id-dvitt 1i me jhaliiz lil Kadd iehn-
jaghmel wiw minn dik istess trade mark, jew li jimitahielu fraw-
dolentement ; u d-dritt ta’ l-uiy tat-trade mork ghandu figi vite-
nut ciolat fruwwdolentement meta -violatur jagizzi Vmod li &-pud-
likw jiztri v jhallas ghal hage tieghu fil-wagt 1 jkun yintendi
jiztri u jhallas gha! haga ta' hadd ielor,

[-wiw ta’ trade mark Ui thun tiwboh, e anli idenfiko ghal dik uio-
ta minn perswna ohra, tida ahal meréi jew klassi ta' meréi diffs-
renti. wea jtkkostitwin vioiuzzjoni (ad-dritt ta’ dik il-persuna.

Fhoet b wiwrpazzjoni ta' tyede mark, biex ikun jista® jinghad i
hemm imitazzjoni prawvdolenta, mhiz meltiega imitazzjoni per-
fetta tal-marvia i legelment wiata minn Kadd iehor, imme fib.
baste T @ik Limitezzioni thwn teli i tiste’ tiugenna l-genera-
Iitg Fal-Fonsiomaturi, Biex ikan bemm wiurpozzioni tal-marka to’
Ladd tebor, hw Ditdeijed T jhun hemm il possebilitd™ ta' Tonfu-
sjoni befn ii-iewg wmarkji.

Frattandnsi ta' markae rvejistrata, il-pont i ghandw jigi koensideat ho.
e duke dell hemmx violazzjoni tal-marke 1 hija g wiata mine
Fummeréjant fin-negozin ticghu T weta wicled jiqi bier pihkua-
siclva fell hesony violozjoni tal-marka registiata hemm biomp 1
jara debk Pl Hemnrka redistrata tigie Doeifeba pacts exgensioli
bunhha.


Jeffrey


856 IT-TIELRT PARTI

Ohalhwmm. il-motiv i jkollu min jimita lmarke ma ghondwx importan-
oo Mex figi sabbilii jekk hemmz jew ls imifosgjoni frawdolenia,
itda, biex wieked jura jekk hemma ramsomiljonsa, fiste’, u ghan-
du, flndage a’'kien fl-motiv, z'kienet ir-rajumi, lar-rossomilionsa;
ghaliex, jekk wa hemme radunt onre Micf dik Ui L-pubisky fisto®
gitfizkel u fikkonfondi. haga .ma’ olira, id-deduszjont tRun li |-
marka tissa' twassal bies tindues B 20all,

Bapplikassjoni ta' dawn il-principfi, filkai preienti gist ritenuia
valida loppoiizejoni ta’ lattur, i kellu registrota fovur fiegku
Lmarka “‘Kinnis", ghat-talbg tal-konvenut biexr digi repisivata
favur tieghu i-marks “‘Chin &,

I)-Qorti — Rat -att taé-éitazzjoni li bih l-attur nomine,
wara li ppremetta illi I-konvenut nomine talab ir-registrazzjo-
ni {"Maslta tat-'“trade mark’’ konsistenti fil-kelma u é&iffra
“Chin 8" relativament ghal xorb mhux alkooliku (‘'sofi
drinks’’) prodott mid-dittd konvenute u ghall-kummeré tagh-
ha; u illi huwa ghamel oppozizzjoni formali ghar-registrazzjo-
ni ta’ l-imsemmijs trade mark, ghar-raguni h hija kwazi iden-
tika 0 tista’ tigi facilment konfuza mat-'‘trode mark’ tad-dit-
{a attriéi debitament registrata ' Malta, relativa wkoll ghal xorb
thirtx aBkooliku, kif ukoll ghar-raguni illi }-marka li talbet ir-
registrazzjoni taghha d-ditta konvenuts tixbah hafns l-kelms
“Cltinaottc’” 1i tinsab digh legalment uzata mid-ditta attriéi, u
tiata’ igi wkoll facii-ent konfuis maghha, u kwindi r-regis-
tragzjoni mitluba mid-ditta konvenuta, jekk tigi milqugha, ig-
gib konfuzjoni fis-sug ta’ Malta bejr il-prodotti fuq riferiti tal-
kemvmerd ‘tad-ditta konvenuia u dawk tad-ditta attriéi; u illi I-
kopvenui nomis: ‘-4 ta” Novembru 1912 ipprezents A-uffiéju
tal-Kontrodur tal-Proprjeth Industrijali kontro-dikjarazzjoni
tar-raguniiiet tieghu kontra l-oppozizzjoni tad-ditts atiriéi; ta-
Iab, prevji d-dikjarazzjonijiet kollha necessarji, spe¢jalment
dik, jekk necessarja, illi l-oppozizzioni tad-ditta atéridi giet
valldament u legalment maghmula. u wara li jigi moghti kull
provvediment opportun, li tigi rifjutats ¢-talba tad-ditts kon-
vehuts ‘ghar-registrazzioni tat-trade mark fuq indikata. BI-
Wpefjes;

Omissis;

Tikkunsidrs;
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Tlli d-ditta attriéi hija proprietaria tat-trade mark konsis-
tenti fil-kelma inventata “‘Kinnie'', registrata fit-8 ta’ Ottu-
bru 1951, b'effett mill-24 ta’ Lulju 1951, ghal xorb aerat mhux
alkooliku maghmul minn ingredjenti ta’ laring u hxejjex aro-
matiéi (‘‘non-alcoholic beverage made from ingredients of
oranges and aromatic herbs’’); u dana jirrizulta mid-Certifikat
tar-registrazzjoni rilaxxjat miil-Kontroilur tal-Proprjetd Indus-
trijali (fol. 8). Fuq il-kartellin, ossija tikketts, li d-ditta attri-
¢i tuzs fuq l-artikoli Ii inrigward taghhom t-trade mark §iet
registrata, hemm il-vera marks furmata mill-parti centrali bil:
kelma “‘Kinnie u lfuq, in-paba tax-xeliug, hemm il-kelma
“Chinotto'’, u tabt, mn-naba tax-xellug, hemm il-kliem '‘Bi-
monds-Farsons-Cisk, Limited™’, u taht dawn il-kliem il-kliem
“The Brewery, Imrichel, Malta’, u biswithom hemm ‘‘Hop
Lieaf'' bl-ittri 8.F.C. fuqgha;

1, kif jirrizuita mid-dokument fil-fol. 3 tal-process, id-
ditta konvenuta ghainiet applikazzjoni ghar-registrazzjoni ta’
trade mark konsistenti fil-kelma u numera! '‘Chin 8", ghal
*‘goft drinks’" prodotti mill-istess ditta konvenuta ghall-kum-
mer¢ taghha, u, konformement ghal dak li hemm dispost fl-
srt. 00 ta’ 1-Ordinanza nru, XI ta’ 1-1899 dwar il-Protezzjoni
tal-Proprjeta Industrijali, dik l-applikazzjoni giet publikata fil-
Gazzetty tal-Gvern tat-3 ta’ Ottubru 19562;

11l £it-13 ta’ Ottubru 1952 id-ditta attrici ppreZenta: att
ia' oppoZizzjoni ghat-talba tad-ditta konvenuta ghar-regis-
razzjoni tal-marka fuq indika:a (fol, 6), u fi-4 ta’ Novembru
1952 id-ditta konvennta rrispondiet fis-sens illi l-obbjezzjoni-
jiet tad-ditta attri¢i huma ‘‘irrilevanti’’ (fol. 9);

I, kif jirrizulta mill-aét (aé-éitazzjoni u mid-dikjaraz-
zjoni li ‘akkempanjah, tnejn huma l-motivi 1i fughom id-dit-
ta attriéi tibbaza l-oppozizzjoni taghha : l-ewwel wiehed huwa
dak illi | marka )i d-ditta konvenuta talbet li tirregistra hijs
kwazi identika ghall-fuq imsemmija marka taghha u tista® ti-
gi fa¢ilmen: konfuza maghha; it-tieni huwa dak illi l-marka
li l-istess ditta konvenuta trid tirregistra tixbah lill-kelma
“Chinotto’” 11 digd qieghda tigi legalment uiata mid-ditts at-
trigi, u tista’ tigi wkoll facilment konfuza ma’ dik il-kelma ;

Tikkunsidra ;
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Tili hv elemeniari illi, meta wiehed jeklewisia d-driti
ghall-uzu ta’ trade mark, huwa jakkwista d-dritt ii ma jhal-
ii lil hadd i uzahielu, jew ;imitahielu frawdolent«ment,
b'mod li \-kiijentels tieghu, relstivamen: ghall-oggets li fuqu
jkun- gieghed juia l-marka, tmur ghand dak li jkun frawdo-
lontement nzahiely jew imitehielu; u d-dritt ta' l-uzn tat-trade
mark ghandu jigi ritenut vjolat frawdolen:ement meta l-vjo-
Iater jagixxi b'mod li L.publiku jixtri u jhalias ghal hage tie-
ghu, fil-waqs li buwa gkun jintendi jistr: u jhallas ghal haga
t2' badd iebor. '‘When once & person has acquired & right
on: the trede mark, any infringement of that righ: will form
a ground for the interference of the Court. For the Court
to interfere thcre must be fraud............... Brt ii is not ne-
cessary that there should be fravd in the sepse that the in-
fringer knowingly and willingly makes a fraudulent attempt
‘o appropriate to himself the fruits of another’s reputation;
if he acts so that the customer intended for gnother is diverted
to himself, and thzt the public bry and pay for one thing
while intending to buy and pay for another, so ths both ven-
dor and purchaser ars injured, there is [raud, and the apni.
mus of the infringer is unimportant” (8cbastian, Law of
Trade Marks, page 11) ;

Illi, billi trade mark partikulari tista’ tigi protetta biss
in konnessjoni ma' meréi ;ew klassi tu’ meréi partikvlari —
u difstti l-art. 94 (1) ta’ -Ordinanza éitata jippreskrivi iil
‘it-trade merk ghandha igi registrata ghal oggetta partikc-
lari ‘ew ghal klassi partikulari ta’ oggetti'” — l-uiu ta’ trade
mark li tkun tixbeh, jew anki identika ghal dik uZata minn
persuna ohra, izda ghal mer¢i jew klassi 1o’ merci differenti,
ma jikkost twix violazzjoni iad-d {ijiet ta* dik il-persuna
ldhra. ‘““The use by one manufacturer of a trade mark re-
sembling, or even identical with that used by another, is
not -an infringement of the other’s rights, vnlesy the class of
goods on which the two marks are used iy the same, or, ut
least, of so similar a description that they may fairly be sup-
poséd to be of the same manuficture as the goods to which
+he mark is propcrly applied’” (op. &t 156) ;

- Ili t'kaz ta' imitazzjoni ta’ trade mark, biex tkun jisa’
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jitghad N Méwm dik l-imitazzjoni frawdol.uts, mhix meb.
Aidgd 1 tiiHtas¥joni perfotta tal-marks ga le alment uzata minn
Widd jebor, Thma jibbasta ili dik l-imitazzjon; tkup tali Ii

3’ tngenna l-generalitd tal-kvmpraturi. Le-clement rik-
jest mil-ligi biex dina tistabbilixxi kont-affazzjoni hu l-atti-
todini tal-marks imitata li twaqqe' f'ingann dwar in.patira
tal-prodotti; n ghalhekk, biex ikun hemm uzurpazzjoni, hu
bizZejjed 1i jkun hemm il-'‘possibilitd’’ -al-konfuzioni bejn
it-zewg markl, Hekk gie ri-envt mill-Qoxti ta’ 1-Appell Tagh.
ng fil-kawza “‘Page vs. Tenti Bellotti’’, 15 w” Marzo 1905,
u “‘Fleri'vs, Barbara” 16 ta' Grunju {930 (Nollexz, Vol XIX
—I—80, u Vol. XXVII—-1—-024); -

U in rigward ' dan il-pont. Vivunte jaghmel dan l-av-
vertiment, riprodott ukoll fl-vwwel sentenza citata tal-Qorti
ta' l-Appeli :— “Nell'apprezzare questa attitudine, i giudice
deve riflettere che anche ung differenza facilmente avvertita
dui commerciont! e dagh uomini colti pud sfuggire ni consu-
matori, agli siranieri, agli unalfabeti che formmano la clientels
abituale di quella werce, ¢ deve gwndicare della posibilitd chie
il pubblico s’inganni sull'origine della merce secondo la sua
credulita. Non si deve badave i singoli segni che comnpongo-
n¢ il marchio per decidere della possibilith dell'mganne, ma
allYirnpressione complessiva che ‘esso produce: cosl, una com-
pleta differenza nei nomi che vi stauno incisi pud ossere in-
safficiente a distingnere due marcly se le parole sono sopraf-
tatte da altri =coni e eolori.  Indurno Varccusuto cercherd di
schermirsi dicendo che nun deve <ubire i dannoe dell’ignoran-
za o della negligenza del pubbiieo; qui nom si contende tra iui
e il pubtlice, mu :ra lui e il proprietario del marchio, ed en-
trambi devono pizhiarz il pubblico per quella che ¢ (Trattat,
di Diritto Commercitle. Hdiz. Terza, Vol TTT, pag. 67, no.
889 ;

Flopera ¢itata ta’ Sebastian jinsab miktub, a propnii-
4 -— *“The rec]l guestion which the Cour: has to try in a case
0 alleged infringem:n of trade mark is whether what the
doefendant has done ‘= calculated to deceive, whether there
is fo mich imitation that goods bearing ‘he one mark may
bt read:lv mistzken for goods bearing the other, and whether
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a more careful inspection thapn an ordinsry purchaser would
be likely to give is necessary 1o distinguish the mazk snd ap-
pearsnce of the former goods from those of the latier” (page
142). “If a purchaser looking at the article offered to him
would _naturally be led, from the mark impressed qn it, to
suppose it fo be the pradyciion of the rival manufactuver,
arid would purchage it in that belief, the Court considers the
use of such a .mark te be fraudulent” (page 147) ;

Illi fl-istess ktieb ta’ Bebastian jinghad illi l-fatt li kam-
maréjant konkorrenti juia xi marka li ggieghel lill-prodotti
tioghu jiehdu fis-suq l-istess ivem partikulari li jkunu hadu
l-hwejjeg tal-kummeréjant l-ishor konkorrenti mill-marka; di.
sipn Jew mezz iehor, li dak il-kummerdjant l-iebor ikun uia
relativament ghal dawk il-hwejjeg, jista’ jikkostitwixxi vjo-
lazzjoni {ad-drittijiet ta’ dak il-kummeréjant l-ishor dags
kemm kieku jkun gie kopjat il-mezz. ‘I do not consider the
actusl physical resemblance of the two marks to be the sole
question for consideration, If the goods of & manufacturer
have, from the mark or device he has used, become known
in the market by a perticular name, I think that the adop-
tion by a rival trader of any mark which will cause his goods to
bear-the same name in the market, may be as much a violation
of the ;’ights of that rival as the actual copy of his device'
(p. 147) ;

Illi, trattandosi te’ marka registrata, kif hija dik tad-dit-
ta attriéi, il-pont li ghando jigi kunsidrat huwa dak jekk
hemmx vjolazzjoni tal-marka 1i fil-fatt giet registrata, u mbhux
jokk hemmx vijolazzjoni tal-marka li l-attur juza fin-negozju
tieghu. '‘When jnfringement of a registered mark is in ques-
fion, the point is mot whether there has besn infringement
of the mark which the plaintiff has used in his business, but
whether there has been infringement of the mark wiich he
has actually registered’ (Sebastian, op. éit. p. 140);

Ilb, inoltre, meta wiehed jigi biex jikkunsidra jekk
hemmzx vjolazzjoni ta’ marka registrata, hemm bzonn li jara
jekkk f'dik il-marke registrata gietx imitata l-parti essenwiali
taghha; "‘and in considering whether there has been infringe.
ment .of the registered mark, it is necessary to see whether
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the essential particular in that registered mark has been inu-
tated......... and where there ig no imitation of the essential
part, a resemblance in particulars common to the trade does
not constiiute an infringement'’ (Sebastian, op. é&it. pp. 140
and 150). Te’ l-istess fehma wriet i kienet il-Qorti ta' 1-Ap-
pell Taghna fis-sentenza li tai fil-kawza ‘‘Fleri vs. Barbara™
fuq riferita, fejn saret riferenza ghall-insenjement, li ghadu
kif gie riportat, ta' Sebastian;

Tikkonsidrs;

flli, konformement ghail-prinéipji fuq enundjati, ghandu
jigi kwindi kunsidrat jekk il-marka li d-ditta konvenuta trid
tirregistra tirrassomiljax iili-marke ga registrata mid-diita
attridi, jekk timitax dik il-toarka fil-parti essenzjali taghba,
u jekk hijiex mniza biex tigi wiata ghal prodott ta’ l-istess
natura bhal dak §i in rigward tieghu qeghedhy tigi uzata 1-
marke registrata tad-ditta abtriéi;

11li, kif jirrizuita mid-dokumenti fil-fol, 5 u fil-fol. 8 tai-
pro¢ess, u, del resto, anki minn dak ii aktar 'il fuq gie espost,
id-difta konvenuta talbei ir-registrazzjoni tal-marka in rispett
ta’ meréi ta' )-istess generu bhal dik li in rigward taghhba giet
registrata, u geghedha tig uzata, il-marka tad-ditta abtrici;
n difatti dik il-marka 1i d-ditts konvenuta trid tirregistra bija
*'in respect of soft drinks’, u dik tad-ditta attri¢j Ziet regis-
trata ghai “‘non aleoholic (aeretaed) beverage’’. Dun jirridults
wkoll mill-konsiderazzjonijiet }i jigu maghmula aktar il
quddiem; .

Ylli, fil-konfront taz-zewi marki, id-differenza ta’ bejniet-
hom tigi malajr ravvizata; anzi jista’ wholl jinghad illi tir-
rizulta dissomiljanza kbira, Perd ghandu jigi wkoli kunsidrat
ii l-kelma u p-numeral *‘Chin 8" fil-marka li d-ditta konve-
nuts trid tirregistra huma ntizi biex jaghtu l-isem liti-prodott
taghha, kif i-kelms “Kinnis™, registrata mid-ditls sttrici,
tat l-isem lill-prodotti ta’ din id-ditta, Tesa, dik il-kelma u
numeral “Chin 8 jistghu jigu flimkien pronunéjati “'Ki-
notto”’ jew ‘‘Kinott’”; ‘‘Cinotto’’ jew “‘Cimott™’; ‘‘Cinejt’
jew “‘Kinejt"’., Jekk jigu pronundjati ‘‘Chinotto’ jew **Chi-
nott”, '‘Cinotte’’ jew “*Cinott”’, ikunu bhal kelma, jew jix-
bhu bafna, il-kelma “‘Chinotto” fit-tikketta tad-ditta attriéi;
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iga, peress . din il-kelwa ma tiffurmax parti mill-marka regi-
sirata, u proprjament langas ma hi aéescorja ghaltha, dana
mp jkuns jikkostifwixxi violazzjoni talmarka tad-dita at-
frici. konformement ghal dak i ga gie rilevat, jigifieri li, trat-
tandogi. ta’ marka registreta, irid kun hemin vjolozzioni tal-
marka kif registrata, u li trid thun giet imitata i-parti esken-
zjali ta’ l-istess warku, ghalkemm wa gistax  jigi negat i
b'hekk jigi mehud ukoli sem: i bili ukoll by konoxxut il-
prodott tad-ditta attrici. Twma jekk  linseniig - keima
nuneral ‘Chin 8"._jigu flimkien pronunéjui “linejc™ jew
“Kinejt’’, kif hu aktar grobabiia, kunsidieli l-londizzionijiot
lokali, allura titfucéa l-kwistjoni jekk jistghux jda kenfuzi
mal-kelma “Kinnie”. u b'hekk ikunu jistghu jservn biex
igeghlu li liprodott "Chin 8" jiebu ids-suq isem ta-prodott
tad-ditta attri¢i, maghraf, kif whu wit, biale  “"Rinne'™, a
ricerkat Bafni. Din il po~xLlitd ma ti- ax tigi fiélment es-
kluza, u l-possibi:ith hiia suffi¢jenti, o ma heuuux bZomn i
l-meréi tiehu proprju l-istess isem preéiz tal-ureréi l-ohiu,
ghaliex tibbasta i-possibiiith ta’ l-ingann, u din il-possibilith
tgl riskont:ata m:ta l-ismijiet ikvnu jixxiebhu hana;
i W difasti, ghalkemn il-motiv li jkollu min jimita i-marka
inighendaa- importanza biex jigi stabbilit jekk hemmx jew le
imitaszjoni frawdolenta, izde, biex wiebed jara hemmx ras-
somiljanga ki tista’ tinganna, jista’, u ghandu, jindaga x’kien
il-motiv, x'kienet ir-raguni tur-rassomiljunza; ghaliex jekk
ma hemmx raguni ohra blief dik i l-publiku jista' jitfixkel u
jikkonfondi haga ma’ ohra, kif, miilt jidher mill-kumpless
tac-¢irkusfanzi, huwa l-kuz prezenti; id-deduzzjoni tkun 1 I-
marka tista’ twassal biex tinduc¢i fi zball, ‘‘Resemblance is
a circumstance which is of primary importance for the Court
to copsider, because it the Court finds, as it almost invariably
does find in such cases as this, that there is no reason for the
repemblance, excepting for the purpose of misleading, it will
infer that she regemblance is adopted for the purpose of mis-
leading ¢3ebastian, op. éit., p. 152). U l-istess Bebastian
jid¢ita, bhala ezempju ta’ dak li nghad, diversi kazijiet fein
giet ritenute. imitazzjoni i tista' twagga' {'ingann; u fost
dawn il-kezijiet hemm dawk meta ‘‘Steel Pens'’ Jiet ritenuta
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imitazzjoui ta’ ‘Stephen’s’”, “"Murrilo” ta’ **Muraio”. "Bo-
vina'' ta’ *"Bovilene”. [Issa, hemm il-possibiliti Ii l-prodots
tad-ditta konvenuta, tkaz ta’ i-uzn in ng“md tieghu tal-
umi‘k’a. i dik id-ditta trid l.lll.c'clbli.th ]wuu 5um KUuOX, ]e\\
kwazi jieha, [-iseru tal-prodott tad-ditta attriéi, billi Lkelniq
CRincte', Lox'akoars uspicéa blex assc U Riniv, kunsidrati
t-tendenzi fil-pronunzji tal-kKbem tal-publiku, speéjelinent quk
mhax ko.t, fa’ dawn -G ffer, tttixkel mal-kelma ©Winnie™'
u dan il-perikolu ghandu jig ghai kollox evitat, kensidran
l-importanza tat-trade wmark, I-ispejc#, isasagrificéin u 1-hid-
ma, I bhala regolic jsivu Lbex jig? jutrodote, sumexxi u raffer-
miat puuimt fi p,au.l. u kwindi l-mportanza tad-dannn b
Jp.m jsir bil-konfuzjoni fisisem ta” dak di-prodott ma’ produt.
ta’ xi haddiehor; fii-waqt if viiv ikua irid Jintroduéi u jmessi
prodott iehor jista’ minghajr hsara ghalih, ghaliex danny m
jistax jissejjah dak It uw jigix oftenuv bix-xebh fai-marka,
jahseb frearks ohra Jdiversa ! wma jkollhiex fiha I-possibilita
li tiggenern l-kon{'uzjuni iug indikata; u ghaihekk wiched
ghandu jippro¢edi b'akkortezza u bclrkospezzmm mieta jigi
biex jiddedidi dwar il-possibiiitd ta’ i-imitazzjoni, w jsomm
ukoli quddiem ghaine’h ir-regola tad-dritt Wi, anki f'kaz dub-
bjuz, bu ahjur i jigi faveris min ikun eghed jillotta biex
jevita dannu willr dak Il jkan rjieghed jithabat biex jirrak-
kolji vantagy;

Gholl-motivi premessi;

Ticdecidi ghat-tenur tad-domandi  fa’ {f-attar  nowine;
bl-ispefiex.


Jeffrey


